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REMARKS 

Cairns 1.29. 44-48, and 55-58 are peMtog in , he pi , sem „,- wjlio( , ^ 

I. 15. IS. 20. 26. 44. and 55 axe tended. Applicant believes tha, the present apphcat.on i s 
in Condi** for ahowanc, which prompt and favorable action is re „ y requested , 

i. Rejections Under 35 U.S.C. §112 

The Office Action rejected claim 55 under 35 U.S.C. § ,,2, .second paragraph, as 
being indefinite for faihng to partly point ou, and d,«i„c,,y Cairn the subject matter 
which applicant regards as the invention. 

to Particular, the Office Actton notes that c.a.m 55 is unciear. Apphcant ha 5 amended 
claim 55 to more clearly recite the limitations claimed. 

II- KEJECT(ONUNDES35U.S.C§103 
Claims 1-2. 4-19. and 44-48 

the Offi* Action rejected elate 1-2.4-19. and 44-48 under 35 U.S.C. §103 as being 
unpatentable over U.S. Patent No. 6.46.3.537 issued to Tdlo id view of U.S. Patent No. 
7.146.500 by Hawkins e, al. (hereinafter -Hawkins",. ,„ view of the ameKW [0 
independent claims 1.15 and 44. the rejection is moot. 

h -der to clarify the date, independent claims 1, 15 and 44 are herein amended. 
Apphcant submrts that ,„e S e amendments clarify previously inherent features and do no, 
narrow the scope of the amended claims. 

With reference ,„ claims 1-2, 4-19. and 44-48. ,. is respectfully submitted that a prima 
facie case has not been met. 

The Office has the burden under 35 U.S.C. , 103 to establish , P n,„ aJade c „ e of 
obviousness. « « Phuecti, 745 F.2d ,468, 147,-72, 223 USPQ 785. 787 (Fed. Cir. 1984,. 
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****** — <* <**«—. three basic criteria must be mct . First , lhe 

Prior « reference, mu» .each or s „ gges , »„ , he daim ^ ^ ^ ^ 

generally available to one of ordinary skill in (he art, to modify the reference or to combine 

reference ,eaehi„ g O,,rd. there must be a reasons expectation of SU cc CS a The teachtn, or 
-«e s ,io„ to make the cla.nted contbtnatton and the reasonable ejection of success mmt 
both be found „, the prior an and no, based on applicant, dtscWe. /„ re Vaeck 947 F V 

to each of these criteria. 

As to Clam I Applicant submits that Telle and Hawkins fail to teach 
"* *** aClUa,W ' " • '° ^ *• (*«• key ant, signature generator 

* " ' dilM ~ **> "* ~« ~" as claimed. The Office Acta 
relies primartly „„ Tello as teaehtng these limitations. The Office Aeon alleges that an 
-mm* i.s something that p„,s sonteth.ng into action, and rehes on a battery backup ctoit 
Mi m ° " " Mmg ' W tao -don. However, as used in the present 

Ration, an is somethtng tha, causes a private key to be activated and a 

***** to be generated based on such P r,vate key, Sintilafiy. while Hawkins Closes a 
method f„ securing a computer by preventing the computer from booting np unless a 
commentary encrypted d.gital stgnature is provided, it fails ,o disclose an activator as 
clauned. Consequently, Applicant submits lhat neither T el.o or Hawktns teach an actuator as 
claimed. 

AS '° mdePe " lfcm mm L ,S - "*«™,o nor Hawkins teach a -signature 
greater ...to „ a iigM <lm , m bcin8afullt . ;K , n of (he ^ ^ ( _ 

cietncrfi and ■» emitter . to cm,, ,, K secure identifier to authenticate the user to an 
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external authentication receiver. U* secure identifier comprising the digilal signatur , ^ 

PUMC mforaiaIi<> "" » « W'o .cache, a con.puu, motherboard 
having a securtty engine that authenticates a user prior ,o pennirting access to the computer, 
Telto mentions the u S e of a pt*l,c-private key algorithm to secure data traosmisstons (Co, 8 
hues 34-40 and Co,. ,5, linos 5-20) bar ir never mentions generating a digital stgnature based 
on a private key and trrue element for authentication purposes as claimed. Even the "hash 
number" (Co- 5. lines 19-28, rrt Tebo is no, generated based on a private bey (of apub.io- 
prtvate key pair, as claimed. Hawkins describes a method for uniquely signing an de « ronic 
record at a repository (Cob 6, Hues 64-69. and Co.. 7. hues 1-20), That is, once a record 6 is 
received a, a repository 5. a frrs, receipt 7 is P repeaded to the beginning of record 6 and a 
second receipt 8 (e.g.. a time stamp) is appended a, the end of record 6 (Col. 7. lines MO,. 
Unlike the present chimed invention where the digital stgnature is generated based on a 
bmestamp prior to transmission of the digitnl signauu , t0 autheraicate , ^ Hawkjns 
append., a titrtestamp after the electronic record is reee.ved at the repository and ts not used to 
authenticate anything bu, merely to create an authoritative record. (See Cob 7, lines 10-20). 
Consequently, Tello and Hawkins fail , 0 leach lhese ,,„ imed |i|niul!iom 
No Motivation to^onibin e Cited Refe r™™* 

Assuming. ar g , K n,,o. that every claimed element is taught by the prior an. Applicant 
further submits to there is no motivation to combine Tello and Hawkins as alleged in the 
Office Action. 



"In determining the propriety of the Patent Office ease for obviousness in the first 
instance. ,, is necessary to ascenair, whether 0 r not the reference teachtngs would appear to bo 
sufficient for one of ordinary skill in the relevant art haying the reference before him to make 
the proposed substitution combination, or other modification." In „ Umer. 458 F.2d 1013. 
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'016. ,73 USPQ 550. 562 (CCPA i972, The teachtng or suggestion [0 make the ^ " 
combination m« be found in the prior art, no, ,„ the Appbcanfs disclosure. 

Telic tead.es a computer motherboard having a security engine that authenticate, a 
user prior to permitting m t0 the compuler ^ ^ , ^ fa ^ 

electronic transactions by appending a titnestamp after an eiectrouic record is received a, the 
repository (Co,. 6, hues 64-69, and Go,. 7. ,i„e S 1-20). However, there is no objective 
aching ,„ the prior art to combine Tel.o and Hawkins, partly, since Hawkins does no, 
-each a user authentication method a, a„ (as Teflo) but rather a way to tnake a received record 
into an authoritative record. 

NiLRea^aaj^^c^ion of Success 

Tello teaches a computer motherboard having . security engine that authenticates a 
user prior to permitting access to the computer. Hawkins teaches a method for completing 
electronic transactions by appending a ttmestantp after an eiectronic record is received at the 
repository (Cot 6, hoes 64-69, and Co., 7. Ones ,.20). Te„o (a motherboard with a securttv 
engine for access control, and Hawkins (securing of eiectronic transactions at a repository, 
are vastly different systems and soive very different prob.ems. Applicant submits that there 
* "° rei,S0 " ab!e eXPeC ' ! " ,0n ° f SUCress » «"»•<<»»« these very different systems, 
pafocularly since Teilo is aintcd a, user authentication whi,e Hawknts a way to mark a record 
once it has been received at a repository. 

Therefore, Applicant respectfully submits that the Examiner has failed to se, forth a 
prima facie case of obviousness as to claims 1. ,5. and 44. 

As to dependent claims 2, 4-14, ,6-,9, »d 45-48, Applicant submits that Telle and 
Hawkins also fail to teach the limitations recited therein, but that they are ahowabfe as a 
result of their dependence on independent Cairns 1,15, a „d/or 44, 
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Claims 3 and 23 

The Office Action rejected claims 3 and 23 under 35 U.S.C. §103 as being 
unpayable over U.S. Patent No. 6,463.537 issued to TdiO U view of U.S. Pal No. 
7.M6,50() by Hawser a., (hereinafter md ^ fe ^ ^ & 

5,784,464 issued to Akiyama et al. (hereinafter "Akiyama"). 

As to dependent Claims 3 and 23. Applicant submit* that Teilo, Hawktn, and 
Akiyama fail to teach -.he time element comprises a predetermined number of leas, 

yarding clock drift" (CI*. 23) a, claimed. The Office Action concedes that Telloand 

HaUktaS m l ° tCaC " *~ **•*» « ««« « Akiyama instead. Wile Aiciyama mav 
teach the use of . -w. such tiraer „ used as , ^ ^ ^ ^ ^ ^ ^ 

and does not teach that such timer comprises -a predetennined number of ,eas. significant 
hits of the time" or that it "comprises information regarding dock drift" as claimed, 
No Motivation m r^i-i ne ctel K „ f „ r „,^ 

Assutning, arg uen llo . tha, every claimed element is taught by the prior art, Applicant 
taher submits tha, there is no motivation to combine Tello. Hawkins, and Akiyama as 
alleged in the Office Action. 

"In determining the propriety of the Paten, Office case for obviousness in the fim 
instance, i, is necessary to ascertain whether or not the reference teachings wou.d appear to be 
S «ffic,ent for one of OMinaty sktii in doe relevant art havmg tie Wewe before hjm fc ^ 
■he Proposed substitution, combination, or other modification, in re Lime, 458 F.2d l(«J, 
-W6, ,73 USPQ 560, 562 (CCPA .972), The teaching or suggestion to make the claimed 
combination must be found in the print art. no, in the Applicant disclosure. 
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- -a. a compu^ Aboard having a securicy e ngilK te authenticate , , 
"^o^^^,,,,^ ^^^^^^^ 

an authentication mechanism as claimed. 

Aiming. a „, ^ ^ mmei e|emeMs m ^ ^ ^ 

^^^^^^^^^^ Tdj<) 

m combining TelJo, Hawkins, and Akiyama. 

p™ facie case of obviousness as to claims 3 and 23. 

Claims 20-29 and 55-58 
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The O.itoe Actton rejected claim, 20-29 and 55-58 under 35 U.S.C , ,03 as Wr , 

7.M6.500 by m„m a aI . (heremafter ..„ awkms ,, and fimher a v|ew rf m pa(mt ^ 

6,m.20, 1S s 1 ,e,,„ RaM , lela , (l!CTeina) , er .. Rabta ., ) .^^^^^ 
«<fcp«tat claim, 1. 15 and 44. at, rejection js moot. 

b order to clarity the claims, tndependent clan,, 20, 26 and 55 are Heroin armded 

narrow the scope of the amended claims. 

A, to 2R 26. a „ m Applicant submtt, « Tello. Hawkins, and R a bin w l0 

^ «-* being Seated", and-a 
Wd» a computer motherboard having a securtty engine that authenticates a user prior to 
—re data,rn„s„n S si„„s ( Co,.,,ines 34-40 CoU5, ,„» 5-20, hnt no, reeeivin, a 

^'^"•^^^^^^^^^ 
6 and a second receipt 8 ( e . g , , , imc S18nlp) „ a( ^ ^ ^ .. ^ ? ^ 
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a pnvate key prior ro reception of .he digital signature to authenticate , sender. Hawkins 
append, a timestamp after lhc elra ro„ic reeord , received a, the repository and i s », u « b 
authenticate anything but mereiy to create an authoritative record. (See Col. 7, line, ,0-2, n 
Likewise, Rabin dWo.es a method for autbentteating. Rabin desenbes a method for 
mhtbitin. software piracy in which a user devtee operating the software ca„s,, p a guardian 
center when the software is executed. The user dev.ee reports certain values to the a uard, n 

software (Col. 6. tines 25-60). Such security scheme does no, really mtta ,ica,e a user ,* 
claimed, but rather prevents nruhipfe dev,ces from executing illcgttimate copies of software 

to authenticate a sender. 

Consequently, Tello. Hawkins, and Rabin fail to teach foese claimed ligations. 
MorMotivation to Combine r;,^ B .,^ rr . 

f utiher submits that there , no motivaUon to combine Tello. Hawkins, and Aktyama as 
alleged in the Office Action. 

"In determining the propriety of the Patent Office case for obviousness in the ft.,, 
-anee. i, is necessaryto ascertain whether or no, the reference teachings would appear ,o be 
-Iftcient for one of ordmary ship h 4e rdevaru an having the reference before him to make 
the proposed substitution, combination, or otirer modification.- ft re Lin.er m F 2d ton 
.0.6. .73 Um 560. 562 ,CCPA ,972, The teaching or S „ g ge S „ 0 „ to mate llle damd 
combination must be found in the prior aft, mot in the Applicant disclosure. 

Tello teaches a computer motherboard having a security engine tha, at„hentic a ,e S a 

user via a local ly-coimccled smancard havine a user kimtifw „,■;„ , 

s o user raentir.er pttor ,o permitting access to 
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« .™ P ate an eicconic record , received at ft, ,, pository ( CoL 6 , ^ " 
«-«9, and Co,. 7, lines 1-20). Rabi „ teaches , ^ ^ for ^ _ 

dev.ces ton executmg i%itfaase cop.es 0f m „ m operatlng M , ^ ^ ^ ^ 
prior an refers, are all armed a, serving differ., problems di«u,c, from the pa,e,H 
claimed invention. The combmauon, sugg«ed to ft. Office Aet.on do no, involve mere 
Wvial change, ,„ the prior „ bu , enta,, wholesale changes t0 archllccum ^ ^ 
th a,areno, 1 a Ugl „„r suggcs ,e <lby ,hec,,=dpr 1 ora rtrefcTO . 
Terences prov.de a„ objecive teaching to combine Rabin widtTello and Hawkins. 

Applican, further SBbmits to ^ fe „ ^ rf ^ fa 

tec references describes different secnty schemes for d.fferem ty^s of apphcat.ons 
These references each operate on distinct system architecture, that are no, readily 
cotnbinable. Go„„ y , Appbcan, subrnhs ,ha, there is reasonable expectation of success 
in combining Telle. Hawkins, and Rabin. 

Therefore. Applican. respectfully submits that ,he Examiner has faded to set forth a 
prima facie case of obviousness as to claims 20. 26. and 55. 

As to C Um 21, v mm , Applicant submits that Teilo. Hawkins, and Rabin fail to 
teach Una, (he "digital signature further comprises a PIN, and where receiving fi Jl1he r 
comprises decrypting a , least a portion of the digital s.gnature ustng the fw u dairaed . 
The Office Action relics primarily on Tello as .caching these .imitations. However, Teho, as 
well as Hawkins and Rabin fail to teach ,his limitation. The cited goriions of TeUo (Col. 9. 
fa« 5-5, do no disclose this lunitation. Thus, Tello, Hdwkins. and Rabin fail to .each the 
claimed method within the recited system architecture, 
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'° dePC " deW daimS - 25 ' 27 ' 29 ' «*> Applicant subni , 4M Td)0 
Hawkins, and Rabin also fail ,o .each the limitations recited therein. but tha , lhey „ 
allowable as a result of their dependence on independent claims 20, 26, and 55. 

W a, least tne f ore g o,„ g reasons. Applicant respectfni.y re q „e Sts . withdrawal of fte 
rejection under 35 U.S.C. §103. 

«^ 
etas are patentable over the references made of record. 
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CONCLUSION 
! " C ° nd " i0R for a,lowa ««- «*ich early acion is rented 

<^*«*«»** 

^^^^^^^ 

Account No. 17-0026. 



Respectfully submitted, 



Dated: March 20, 2007 
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